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B ffert
AT Mareh 13, 2003) TTAB
b. Srolit By
Lo ense Application
3 1 ved by Ropes & Gray
case ' & - "res e to Deposit Account No. 19-2105,
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o :mnissioncr foor Srademarks
inx 1451
Lmdna VA 223:3-1451

Ke: HAVANA CLUB & Design (Reg. No. 1,031,651)

<o Siror Madam:

We repoent Bacarli & Company Limited and Bacardi USA, Inc. (collectively,

ceeandi?) it o intellectust property matters, Bacardi is the petitioner in
Patio 00 1Ly, ich seeks cancellation ofthe above-referenced registration (the
vri‘\?‘.vv'l\ 8 A

" ration™) on the ground, damong others, that the registration was

V1oL 0. We write 1n opposition to the renewal application filed by
G0ty Pvps e e Alimentos y  Productos  Varios  d/b/a
pote, onoor aovut Lecember 14, 20085,

upetly reeee
wlrant Err
oasxport (CCoroa

soo
"
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Cubiae, s auc mpt 't to renew the reg:strauon is in direct violation of existing laws
Coreguke o St the ettoments in the letter on behalf of Cubaexport
EERTER T : .:;&LiOI‘. reve D of the HAVANA CLUB Registration has
~el byt o 7 o2 of Toreign Assets Control (“OFAC”).

i al i3 ¢ ;1o o orohitited by the Cuban Assets Control
o Lo BT T I201; §515.203; §515.306; §515.309 to

T T ' . ¢ US, Patent ar! Trademark Office
oM ., « ~... . .. u..newal application.

“ewella ot deslings in property in which Cuba or a Cuban
* !0 th=2 jurisdiction -f the United States,

- 31 ZF.R. §515.2 .(b)(1) and (d). The

' “ere rwhichhast . effect of evading or

30 FR.§515.2( ‘c). The HAVANA

. s the registra: . has an interest. See

L L1/10.030 GTHOMAS2 00000027 192105 1031651
e ' 01 FC:6005 100,00 BA
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TN T iy Siveragt” oo inending “an interest of any nature whatsoever,
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er !

{ .txp. tis a Cuban entity; in fact it is an
cowerameit. See Cubaexport’s Combined
! ¢ Registration under §§ 8 and 9 at 1.
VA CLUDB Registration is prohibited by the

ioense from OFAC authorizing that particular

7727 of the CACRs, which had generally licensed

->aizi ation and renewal of trademarks in
o+ nended as rec Jired by Section 211
o mental Approy ‘ations Act of 1999,
"2 ~mended regul. ion, as currently in

¢+ registration and renewal in the United
¢ .:orthe United States Copyright Office

“+ 7 hics the Government of Cuba or

~"-d or approve ' pursuant to
» o to a mar-, t le name, or
- subtantially simi ¢ to a mark,
~ =t 'vas uscd in connc:tion with a
~hat term is defined in §515.336,
‘2 n. e, or commer-ial name, or
- oonsented,

~tecation 2l un Tor the exclusion of
wecictrebir ae United States is

»of (d owned, vy José Arechebala,
“-wrgin Cuha. hat business and all
“nark) wore ¢ onfiscated” in 1960

© R, ¢7:33 .} In Havana Club
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ssic v merks

e S G < 1 20116 (2d C1r 2000), the Second Circuit found that
i I . wg, 3.A., a Cuban corporation owned
Ky i ARRPER !':::niiy, produced ‘Havana Club’ rum and owned
Lam Ao o e ih s rum, JASA exported its rum to the United
e © o anoowsnient, under the leadership of Fidel Castro,
. ‘ cowod e ans, Nedther JASA nor its owners ever received
1 : -+ as. 5 &y che Cuban government.” 203 F.3d at 119-120.

e coodem T - ppess Heat ' oin a proceeding involving the same HAVANA
marl or - ser o nes and granted summary judgment.  Havana
1A S4(T.T.AB. I far. 13, 2003) (a copy

~~
g

M © iterst to all of TASA’s rights in the

tl. SA has ever ¢ wsented, expressly or
"L . Registraion. >y or on behalf of
2 hercto. Accor ingly, the renewal of

LA . r 1 by Scction . 15.527(a)(1) of the

A X . v <

5 ) A ) N

No. ClJ-744 3 is groundless. That
i, Ropes & G v, to receive payment
cated to the |+l representation of
»compans re d  ondan‘s in a pending

exos ool el 1 4.CV-00519 (EGS)
i@ oottt e ong other things, a

the vo id” of the prior (1996)

~t, License 0. CU-74488, which

‘T °r ioare  the C‘uban
of o one cter Junuary

“we s Uaradeaua and effective

- © w7 eer set!led nursuant to an
: 4 v ootler m oally agreed
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e Licensee [Ropes & Gray), in connection

1 of D ovpvera Cubana Lxportadora de

#Lac. port”), and Havan: Club Holding

nited States related to the HAVANA

"« vive payment for such services and

it to such services from Cuban nationals.?

e e :'nthori7cs Ropes & Gray to receive payment for
s related thereto It does not authorize Cubaexport

VLAY OTUB Recistrati-n, The apphcant is

IR ::lafcd {remooetl
: Tois of twe CAC
NS,

), in vi-lation of the
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1 of the ITAVANA CLUB Reg'stration in the present
: A which they are b «ed are clear and must
« r.nevval transaction is not a:thorized, the renewal

Sincerely,

Wollooo R Dl
William R, Golden, Ir.

et Mneel OFAC
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UNITED STATES PATENT AND TRADEMARK OFFICE
THIS ¢ "N L IS NOT CITABLE Trademark Trial and Appeal Board
AS PREC.LUNT OF THE TTAB 2900 Crystal Drive
Arlington, Virginia 22202-3513
NLO/A¥L

Mailed: March 13, 2003

Opposition No. 91116754

HAVANA CLUB HOLDING S.A.
V.

JIMMY BUFFETT

Before ¢ :i v, Walters, and Drost,
Adinin.esl.a ive Tradewark Judgz3,

By the Bia
Jiny buffett (“applicant”), seeks to register the mark
HAVANRS 2 DANANAS on the Principal Register for “menu items,

namely, =r asred alcoholic cocktails.”' Havana Club Holding,

Qo v wry Lo o cned r-gistration on the grounds that
the oxt ") is primarily geographically deceptively

misdz-c- v “+a under “2~%ion 2(e) (3) of the Trademark Act

hamq o 30ds o not originate from Cuba; (2) disparages
Al o 1 fa'l=» ~oonacticn with opposer within the

o RV a1l ) dilutes oppofer’s HAVANA CLUB
“ArrT ¢ ¢ tarial Yo, 75/720,955, filed November 30, 1999,

cey 3, a-2i ws Lie wate of first use and first use
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. violation c¢f Sections 43(¢) and 13. Applicant,

it
3
(o}
€

Sary
M “ig o
in la v

3we, denied the salient allegations of the Notice of

cemea up for consideration of applicant’s

- R
. 1.
i C
Ay T e
v s on oy
| 1o
Nt
ol 2
N ~y
PR Y,
T
8 el
o
. .
o DS
v VA
bl

-=nt. 7The motion has been fully

wrplicant argues that opposer lacks

'nq an? cannot make a sufficient

cggential elements of any of its

rork ia9 primarily geographically

-, éi marages or falmsely suggests a

v A Tateg opponser’s HAVANA CLUB

mprapriate in cases where the moving

“»vn i3 no genuine igssue of material

+iem ak trial and that the moving
an* a9 a matter of law, Fed. R.
ig wmn-erial when its resolution would

nra-oeding under governing law.

wems sodnoirteregt, clalms ownership
rum i :nufactured exclusively in Cuba,
vie 5, 032424 (dated May 13, 1971)
.wg usnership of two pending

“hate marank apd Trad=mark Qffice

ol oo .tion 44 (e) of tie Trademark
an5 -~y HAVANA CLUB for “rums

s ..ce of La Lavana, Cuba”; and (2)
R CLUB and design for “rums

2r .~ ..e of La Lavana, Cuba.” Action
rentl suspended.




e r. Ilterty Lol , Inc., 477 U.8. 242, 248 (1986). A
E R -nuicely in di . :te 1f the evidence of record is such
e -gor:le fact [ -der could return a verdict in favor

th ot ing peartv, nderson, 477 U.S. at 248, Under

€7, the nmeving party must be given the

o1 a*’" ve oo dom¥tt as to whether genuine issues
N 1 Loe 1 th: evidentiary renord on summary
m ap T =Ll e .2 i fzrenceg to be rawn from the
e Yoo s, om0 iewed in the light most favorable
-k ooong v o, v T ogyland USA, Inc., v. Great
S as o o, T o mond £47, 23 USPQ2d 1471 (Fed.
b T v, Ponndyls Yoc,, 961 F.2d
. kS Rt RPN bl B
c : v guw rary judc~ent, applicant
a. . rg te hring tha instant
! ne ’ ima 'a the HAVANA CLUB mark
’, v T 1 e g amther of law,
: N - - vUmx e to the existence of
i : ' Umived frates government in
= in "13vsma CInb Holding, S.A.
wm P, v 1 overonad 1009 ‘2d Clr. 2000)
n v’ . » . “2fm vy tT e TIAVZNA CLUB mark.
a o * 2} ‘e ownerchip of its

‘a a "tum;"g to claim standing

T~

fmy .0, =pplications under




.tict 44(. are invali1l under U.S. law because these

.1l 1o e for m2:ks that are the same as or
fLogn cas.  3lmilar t> a mark that was used in connection
w..1 & 3.0 .3 that wss configcated by the Cuban government.

C. .sc. .ontends L. :t its two pending applications filed

vooer Tkl dt(fe) oF ¢ Trademark Act provide standing in
oy e e cobec i “ev ware filed prior to the
e o T heriia, Opposer also contends that,
; . w7t e doctrine, the Roard
Complioo T (L@ . T osue of starrling in favor of opposerxr”
mot Tyt Coyvovievag motion to dismiss under
! s AR » irionally, cpposer asserta that
* Ty * ororation, a2nd not a “designated
g 1nw, i% is not gubject to the Cuban
corare IRdRat - in 7.5, lew. Moreover, opposer
e o Ce irvveeve oproaer with the right to
- . e S
T e ~ trat *he P~ard never reached
. : o irn regovcdirg oproser’s standing
e V"2 22w of the cage doctrine is
: s ©mtt o khen o the Board merely denied
i - s A o "1awing the gubmisgsion of
mooteion ar ! applicant’s lack of
- v, M»~~, spplicant asserts

- P 33 D aaes?

" into believing that
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daa L . L1 with':n tle purview of regulations
pLenw o one e Cuban rargo by claiming it is *“...merely an
HnOCe. et bourqg eouporation...
A “mon.'s contentica with regard to the court’s
ing Go. 2on V' oi:z c-zentially a claim that res
T oal ‘g2 praclusion, is appropriate in
e
Tactr {=m1e preclusion (collateral
stopn oa - 1-2ually and necessarily
s “wrotent juriediction, that
= Tuefve in a subsequent suit
“rliie .2 rrior litigation.
5ot ’ ‘* "sughte2rs v. Lindeburg & Co.,
oo 7 'T=2d4. Cir. 1994). The
* o party who has litigated an
! RO © v o+hat decision and cannot
. ~i72d cvar acain., Mother's
by 2le Plzza, Ine.,, 723 F.24
- Taeny
i Tooien to arplv, the following
“ ha lcme tn ha determined must
ai— \;’j~;f . £.A, v, Gallenn, S8.A., 961 F.
o1 .. i I} Hava.a Club Holding,
v e} SN . 272 (S.D.N.Y. 1297) (“Galleon
2 . . . Ur.igon, S.A., 45 USPQ2d4d (BNA)

2 111"): Havana Club Holding, S.A.
calen Wl LLNLY, 1955) (“Galleon




14 Lcal to the

isc involved in the prior litigation;

., th rgue. must have U en raised, litigated and actually
~itad in t:2 pricr a.. ion; 3) the determination of the
‘sue it L-v2 bzen nooriosary and essential to the
v osul T Juiswment: an? 1) the party precluded must have
" v re- U t"= pricr actien. Polarocid Corp.
- v ! : "o, 7 USPQ2d 19854 (TTAB 1999);
Re: r , o«
2 1 1'icable in the instant proceeding.
s 3! i 3 o=y to the IAVANA CLUB mark was an
) R L7 1leen V. This igsue was raised,
o : : tted in th=t czge and opposer’s
RS ' “.UB were necesgsary and essential
' i u’ T ? “ the fecond Circuit. Moreover,
> y o) ~*herwise, we find that opposer
3 b "o rxi~e actior. Acrordingly, we
e ’ T'nid’rag of tha Se-~nnd Circuit
! - e “rngev’g mark and assignments as
v ! etetison, Jose Arechabala, S.A.
T e e fovend by peambere of the
' ! a n Pt C1TR ro'm o arn? owned the
t o= e "

A EANARY

exr~vte21 tr= rum to the

v

©o o iS22l Castro’s government
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~7sere, including the HAVANA CLUB mark.‘ In

28 government imposed an embargo on Cuba.

2, Empresa Cubana Exportadora De

Varios (“Cubaexport”), a Cuban state-run

nel by the Cuban Ministry of Foreign

TYY v

CIL™2 rum to Eastern Europe and the

&7 erterprise registered the HAVANA

s,
B B Ty M
a3 . i

D in 1975 under Registration No.

Ny

" recrganize, Cubaexport became

o 3 "\Y'Qr‘,T n)

in 1993 and entered into a

SRR

*he Prench cowmpany Pernod Ricard,

~ Me-vibutor., An agreement

"3 7% 1993 crested the opposer herein,

v fwrY Ty y
P b

and Vavana Club

\ Ty ey

is a Lrvembhourg corporation

vorv ovmandzad under the laws of

ened 11,8, Recigtration No.

[ Casw

B 0T and deecign) to HR&L, and

rr

I 2ecfened th1g recigtration to

2 aw No. 850 ("Law No. 890") was
7 Threon anvernrent the physical
liivinesa records of JASA. See DX
froricn 4 orievad by the forced
Ceoaad Cohanercic. corporations, as
are~h~reg ~nd other asgets and
: weng latural

- DR I G S
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‘anizaticn, upon application by HCH in

~

r-newnad the registration of the HAVANA

o~
o~

t=n vears, In 1995, the Office of

3 A (I

1o {*&rpc”) of the U.S. Department of

anse to Cubaexport approving the

“7n Y2 HPeL and from HP&L to HCH
m o weore nullified, bowever, when
~= ¢+ 71707 pursuart to Cection 515,806

vor L T2gulations (“CACR”), 31 C.F.R.

27le n V affivmed a holding of the
“ hev=in)® @17 not have standing to

UM CLUR a~ainst another rum

l1ir=n3e to 2s8ign the mark to

" a Notice of Revoca-ion stating
vl LLonzes Lot T ave cone to
w..ichh were not included in the
*Z, Liccuse No, C-18147 . . . is
L2 the date of issuance." See Havana

©, T.AL., 974 F. Cfupp. 202, 306

© iw was in the poaition as plaintiff
: © atatement: “.the reason why
Lceltion was £o in' arpose
v Trowion it{e) hasis for
. e w.i vogl wratior. of the
. .. upiwser wad =zjected in the
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W

"y CUAC’s revocation of the license and

he © sn e - 3o 2id not authorize the assignment.’
ng o the e ¢f standing before us in this case,
At mandi '3 a threshold inquiry directed solely
hoos o sayp o =iff's interest in the proceeding.' The
o irh T oom7 ' o ig to prevent litigation where
? ot} e !

; etween the rarties, where a

£ > noonointerweddler.  American Vitamin
SR an-e, Tne., 22 USPC2d 1213 (TTAB 1992).
sar 't wurt ke chown that a plaintiff has a
n' Coinoo w' 7 2 cf a prece~2ing; that is,
1 T T o oond prrgernal stake in the outcome
‘eov. flmpoon, 170 F.3d 1092, S0
2 oand Juwelers Vigilance
CIoTerp., 823 r'.2d4 491, 2 USPQ24
‘it 4¢ din tle plea?ing gtage of
ie - o th sprocer must plead facts
5. The Erard notes that as a result
32 ’ * ..<a . zesin rents of U.S.
o1 P ©.oo Cubasexport to HRL a:d from HRL to
3 ’ o0 e for Toademarks.
e cle oo © ot ownirship of sald registration
1 f ~ 2 CdeeY saylery at]. See
351 L Zsi8 Franie 0555,
P S S -, 15 ULS.C. § 1063, sets forth the
T U "oeing iaan onnogiticn proceading,
L
s~ -+ wald ke damac - by thae

watipsl oreq. ter ... may,
. « ¢, .gitic 1in the
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r=rsonal interest in the outcome of
= g=neral public").

“er, we determine that applicant is

Brard rnever reached the issue of

«:ision regarding copposer’s standing

Y-w % tha cace doctrine is

dummanctrate sranding is by proving
= ark re~ictration or a

“and’- * mrv te rooted in

> evigiarnae of the strictures of

wvant regqulations surrounding its

Syt EYC, dmnlamentg the U.S. embargo
N e, rhe ex'aroo prohibits, with
2 narirnal or entity has an

e e, Tamlndine, without limitationm,

~vrort=tions of, any property . . .

e

rysv vt ey sy peraon subject to

T Crerzeny (7)) vall transfers

. vor- -1t~ - property or

353 unler Section 5(b) of the
T, oamerot 50 U.8.Q, AWn, 1-
weslus. _y ACt (“LIBE:.AD
TAS (1 %), was passed by

3

R wwtow o ..z regulationa

-
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ivnolude trademarks.

20l to the jurisdiction of the United

transzction for the purpose or which has
:v 3voiding any of the prohibitions

i 515,201(b) and (c¢). The embargo

See id. at Section

‘-n, the court found that the party
rights to U.S. Recistration No.

“ CLUB and design because the

ubarvpert to assign the mark to

i

sz CPRC's revocation of the specific

* ot puthnrize

the assignments.

7iry base?l on thet registration.

N haraes

cn claims of
"";“"‘f‘

ion for the mark and its

B I

‘~ztfona £7ilg as a matter of
'ovred by etatnte from bringing

R R R LA

- is the sgare

wred in connection

R R A

.2 Cuban government.

", Corerc-a pagsed Section 211
Trovoeriotiong Act 1999, as
T ted mn Teergency
" T °n Iheesfnafter “Section
A g meea




&

7
.

t a e £
i Lo : in
[ o} c
’
Vi
¢ Y. H
[
.
- T
4
& 4
I N A
!
clon
Lo m
’ - 1
r
N -~
c
1
d
1

T

RY

S

e

\

‘nitg the regigtration and renewal of, and
¢ and trade name rights in, mwarks

“.2ction with property confiscated by the

st-nute, in relevant part, provides:

v
rt
&
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(e

[
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5

Y

shall recognize, enforce or
'/ essertion of treaty rights by a

tecerrov-in-interest under
ol the Trademark Act of 1946 (15
Y oa waxs, trade name or

iz the same or substantially similaxr

commere’ Y name that was used

_l:iness or ascets that were

-

iginal oo of such mark, trade
©:, or the bena fide successor-in-
c1.gonted,

ca vha T

AF 1 is not a “U.s.

Yoottt erg of thisg
k i *= '+ = rhat the Board is
troe £} oy judicial review

couors.” See Section 21 of
" rred from asserting
e standing to assert
“erge to ignere
STyt ageert its rights

“ a7 1 'on that oppcaer

NV et
Fode s "+ fall within the
Toovia 77 hecause it is not
R " T gurcegsor-in-

1 gtateg:
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m “deeioated national” has the

J e . in section 515.305
‘2 ¢! iz2deral Regulations, as
e cer 9, 1998, and includes
2 s icyiign country who is a
n-inrrose to a designated

31 ¢.0'.7.. fceetion 515,305 which defines a
‘ops*M o~ s oand any retinnal thereof
~otally de+ignated national.”
R g Teoio dz9n~1 in 31 CLF.R.

G .. oo o any partnership, association,
hev oot s fon vhich on or since ([July 8,
“"led Adys~uTvr or indirectly by

B .
D N -

v tate e ot rol over a

a oo " ly designated

T T oramhan o sy kiAan, bhat it is 50% owned
e "\&"’ I '!"3‘4‘;.'3‘"8

. 17 a “designated

e . i, -+ therefore
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U5, Depart. eal ¢l ‘rcasu:’y
1500 Penns; ivanie CHiice, N.W,
Washington D.C. 20220

.. 7T & Meave i3 currently the licensee under License No. CT-1943
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